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ARGUMENTS IN SUPPORT OF PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Dear Sir: 

Applicant submits the following arguments in support of its pre-appeal brief 
request for review: 

Claims 1-6 are pending in the application. Claim 1 stands rejected under 35 
USC §103(a) as being unpatentable over Pannekeet, WO 99/14121, in view of Kurth et 
al., US 6,658,818. Claims 2-6 stand rejected under 35 USC § 103(a) as being 
unpatentable over Pannekeet, WO 99/14121, in view of Kurth et al., US 6,658,818, and 
further in view of Antonacci et al., US 5,823,683. Claims 2-6 depend from claim 1 . No 
independent claims other than claim 1 are presently under examination. 

1. The Examiner Has Failed to Demonstrate the Essential Elements 
Needed to Support a Prima Facie Obviousness Rejection of Claim 1 

To establish a prima facie case of obviousness, three basic criteria must be met: 

1. There must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine the reference teachings. 

2. There must be a reasonable expectation of success. 



3. The prior art reference (or references when combined) must teach or 
suggest all the claim limitations. 

See MPEP 2142-2143. 
Applicant's Claim 1 states in its entirety: 

"A method for manufacturing bag packages, wherein netting material of bags to 
be formed is connected to at least two foil strips which are each provided with a printing 
pattern repeating in a longitudinal direction of the foil strip, characterized in that the foil 
strips are supplied in a coupled manner from one foil stock. " 
Thus, the following elements are required to perform the method of claim 1: 

a) A base netting material of bags to be formed must be provided. 

b) This bag/netting material must be connected to at least two foil strips. 

c) Each foil strip must have a printed pattern repeating in a longitudinal 
direction along the foil strip. 

d) The printed foil strips must be supplied in a coupled manner from one foil 

stock. 

It is critical to note that the base netting material from which the bags are to be 
formed is separate from the foil strip overlay until these two elements are connected. 

2. The Prior Art Relied upon by the Examiner Fails to Teach or Suggest 
All Claim 1 Limitations 

The third criteria of a prima facie obviousness rejection, that the prior art 
reference (or references when combined) must teach or suggest all claim limitations, is 
not met because the prior art references relied upon by the Examiner do not teach or 
suggest Applicant's, "foil strips are supplied in a coupled manner from one foil stock." 

The Examiner relies upon the Kurth reference to teach this element of Applicant's 
claim 1. In particular, the Examiner relies upon the following language from Kurth, "for 
economically manufacturing tubular bags, it is known to slit a sheet of packing material 
into a plurality of strips of equal width ...prior to forming a tubular bag from the strips" 
(column 1, line 17). 

Clearly, the material being split into separate strips and formed into a bag 
according to the Kurth reference is the base material of the bag itself (Applicant's netting 
material, the first element of claim 1). Nothing in Kurth teaches or suggests the 
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application of exterior foil strips as an overlay to the base netting material, particularly 
with each foil strip being provided with a printed pattern repeating in a longitudinal 
direction, to create a finished bag. 

Kurth only teaches one of many possible ways to provide the base netting 
material. Kurth does not teach or suggest providing Applicant's printed foil overlay with 
a printed pattern from one stock. Since neither Pannekeet nor Kurth teach the final 
claim limitations of claim 1 , a prima facie case of obviousness has not been made with 
respect to claim 1 . 

3. The Prior Art Relied upon by the Examiner Contains No Motivation to 
Combine 

The combined teachings of Pannekeet and Kurth also fail to meet the first criteria 
of a prima facie obviousness rejection. Assuming, solely for the purposes of discussing 
the Examiner's rejection, that the Pannekeet and Kurth references did teach each 
element of claim 1, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art, to combine these referenced teachings. According to the Examiner, the Kurth 
process of slitting a base bag material to economically manufacture a tubular bag 
suggests the final limitation of Applicant's claim 1. Kurth, however, expressly teaches 
that a sheet of packaging material may be slit for economically manufacturing tubular 
bags (column 1, line 18). The goal of Kurth is to use as little base material as possible. 
The foil strips of Applicant's invention are supplied in a coupled manner from one foil 
stock in order to address an entirely non-economic problem, an illustration mismatch 
problem discussed in detail below. 

The prior art bag preparation machine shown in FIG. 1 of the Pannekeet 
reference features two separate foil rolls 11, 15. The separate rolls 11, 15 provide 
separate front and back foil sheets 12, 16 as overlay material which, along with a tube 
of base netting 8, are formed into a bag. Slight variations in the supplied length of each 
front and back foil panel applied to a series of bags will, over time, result in a lengthwise 
mismatch between the illustration applied to the front of a bag with the illustration 
applied to the back of a bag. The Pannekeet reference addresses this problem by 
precisely placing each front foil using an optically read index mark and sizing the 
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illustration or text block on the back panel small enough to allow each bag to have at 
least one complete back image along with other partial back images regardless of 
where along the length of the back foil it is attached to the bag. 

The foregoing misalignment problem for bags fabricated from a base material 
and a printed overlay is the problem addressed and solved by the present invention. By 
applying the two foil strips from one coupled foil stock, a full sized image may be used 
on the back strip which remains longitudinally matched with the image on the front strip 
through the point of bonding the foil with the net base material. The image on the front 
strip may be precisely placed with an optically read index mark and the unnecessary 
expense and complexity of a back side indexing system is avoided. 

Pannekeet identifies the mismatch problem, but there is no motivation contained 
in either reference, nor within the knowledge generally available to those skilled in the 
art, to combine the method of slitting a base material as taught by Kurth with the 
separate application of front and back foil strips to a net bag as taught by Pannekeet. 
This lack of any motivation to combine is emphasized by two points. First, Kurth 
teaches the slitting of base strips solely for economic bag formation efficiency, 
illustration matching is not a concern. Second, Pannekeet applies wholly separate 
technology to solve the foil strip misalignment problem. The Examiner expressly states 
that, "it would have been obvious to one having ordinary skill in the art, at the time 
Applicant's invention was made, to have modified the Pannekeet method by 
incorporating the method of slitting a web sheet of packing material into a plurality of 
strips of equal width for economically manufacturing tubular bags" Thus, the Examiner 
imports an inapplicable motivation to combine which incorrectly ignores the alignment 
problem solved by providing foil in a coupled manner from one foil stock. 

4. The Examiner Has Failed to Demonstrate the Essential Elements 
Needed to Support a Prima Facie Rejection of Claims 2-6 

Claims 2-6 depend from claim 1 and are allowable for the reasons set forth 
above. In addition, the Examiner relies upon Antonacci et al., US 5,823,683, as the 
basis for a rejection under 35 USC §1 03(a) of claims 2-6. Antonacci in combination with 
Kurth and Pannekeet does not teach or suggest each element of claims 2-6. 
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Applicant's claim 2 limits the foil stock of claim 1 to " a single strip of foil with at 
least two repeating printing patterns with concurrent repeats provided next to one 
another, wherein the single strip is divided into sub-strips each bearing the repeating 
printing pattern." When the single strip is divided into substrips, each substrip bears its 
own repeating, printed pattern. This particular configuration is easily visible in 
Applicant's FIG. 5 where the repeating R (rear) and repeating F (front) images are 
shown to repeat side by side along the length of the single foil strip, and where 
concurrent repeats are provided next to one another. 

Contrary to the Examiner's assertion, the print band of Antonacci, as shown in 
FIGs. 1 and 9, has an entirely different configuration. It appears from FIG. 1 that the 
printed band of Antonacci features two distinct images of fruit. In addition, these two 
distinct images alternate down the length of the printed strip. Thus, Antonacci does not 
teach or suggest a printed pattern repeating longitudinally as claimed and as defined in 
Applicant's specification and figures. Furthermore, Antonacci does not teach or suggest 
providing concurrent repeats next to one another (side by side) as is shown in FIG. 5. 
The Antonacci band provides no suggestion or teaching dealing with the mismatch of 
front and back images as addressed in detail above. Thus, the Examiner's 35 USC 
§1 03(a) rejection of claims 2-6 is inappropriate. 
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